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Proposals submitted by the German delegation for a Draft Protocol on
the Recognition of Decisions in respect of the Right to the

Grant of a European Patent
(Protocol on Recognition)

I.

1. At its meeting held from 22 to 26 November 1971,
Working Party I set up a Sub-Committee to draw up a special
Protocol on the recognition of decisions. The purpose of
this Protocol would be to enable the decision of a court of
a Contracting State to be recognised, quite apart from the
bilateral and multilateral agreements which already exist,
by all the States designated in a European patent applica-
tion, while proceedings for grant are taking place before
the European Patent Office.

The German delegation stated at that time that it would
submit proposals for such a Protocol to the Sub-Committee
(cf..BR/144/71, points 44 and 45).

2. The German delegation based the proposal submitted in
Part II of this paper on the following considerations:

(a) It should be the aim of the Sub-Committee to draw up the
Protocol in such a form that al~ the States parties.to the
Convent.ion could become. parties to this Protocol. The
Protocol should therefore not impinge upon the nationa
laws of the Contracting States any more than is necessary
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to guarantee' more easily than under the present text of":'"
Article 16 of the Conventi.on the r:tght 'of the 'person "en-titled
under Article 15; 'paragraph 1, of the Convention during
grant proceedings.

(b) Recognition of the decisions of the courts of States not
parties to the Convention would not seem expedient in view
of the large nUlllberof States which this ..might involve and
the complex jurisprudence of their courts. It is to be . '
f"eared that such recognftion in'fght'jeopardise the likelihood
of a number of the Statespartfes t'O"the Convention acceding (
to the Protocol.

(c) .Under Article 15, paragraph 2, of' 'the Convention the appli-
cant is deemed in proceeding~sbefore the European Patent
Office to be entitled to exercise the 'right to a Europe'an'
patent. In this wa:y the applicant {s' acc6raed a formalr1ght
under civil law to the grant of a European patent. Article
16 of the Convention governs the eventuality of the' material
enti'tlernent under Article "15, paragraph 1, of the"Convention
not coinciding in individual cases with the- formal' right' .to
the grant of the European patent. The person entitled under
Article' 15, 'paragrapli 1, of the Convention has to J.nstitut~ "~
what: is known~as an action for a ~pecificpe~formanceagainst
the applicant who is not materially entitled in brder.to

c.' obtain the formal right to the. grant' of the' ~urop'ea.rr'patent
and .to ,be entered in the'Registe"r of',European,Patent"s as the
applicant .t" .. This' cannot. be "attain'ed by' an action f"or::'a
declaratory judgment~.as under' 'the law of at least' 'a "ilumber- ------

- 'of'continental Contracting States rights of any:kind; can only
~beassigned by a decision in respect of, an action for a

" . ...•. ~ .
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spo.cific performance. It is therefore proposed that the
Protocol be limited to the reco~:i_tion of those decisions
which accord' the person entitled the right to the grant of
the European patent.

The present wording of Article 16 of the 'Convention
should be re-examined in this connection to align the field
of ap'plication of this Article on tbat of the Protocol. A
redraft of Article 16 of the Convention is p..'oposed in
Fart IV of this paper. Such harmonisation wou.l.ialso
apiJsar desirable to align Article 16 with Article 23 of
the Convention, as under the present wording of Article 16~
de~laratory judgillentstoo would be sufficient to accord

" f'tho po.rson entitled the rights provided for in Arti~le 16.
Hc~ever, the person entitled could not be entered in the
Register o£ European Patents in place of the original
applicant ,for as set out-above the declaratory judgment
does not entail any "transfer", as is required by Article
23, ]?8.rag:;:,e..ph2, for the recording of a change of applicant.
The legc.l situation would be changed only if Article 16
could be interpreted as meaning that the right to the
grant of a European patent would be effectively transferred
by the exercise of the options given in this provision,
even though in certain circumstances a declaratory judg-
ment only had been given. It is very doubtful that
national courts would recognise such an interpretation,
for inst~nce in infringement proceedings. Since restrict~ng
Article '16" of the Convention to an action for a specific
performance is more likely to provide a clear legal situ-
ation, it is proposed that Article 16 of the Convention be
amended. If this proposal is adopted, the implementing
regulations to Article 16 will have to be adapted accor-
dingly.

-.,/,
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(d) It would be in the interests of legal security if only one
particular court per Contracting State were responsible .
for deciding on.the right to the grant of a European pa:tent.

"' . . . . .•.

._ This should b.e ,guaranteed by the provisions in Section 1 of
1;heproposed ProtQcol on Recognition, which proviq.,e.,that one,

. .. .'

particular court' of each Contracting State would have ex'clu-
s:i,.ve jurisdiction for all di,sputes.

However~ the possibility cannot be discounted that a
court to which a dispute is referred might. wrongly accept
jurisdiction for that case even after careful checking.
Although such case s would be quite rare, provi.si on .must be
made for them for practical reasons.. ' .

It is therefore provided in the proposed Protocol on
Recogn.ition that neither the European Patent Office nor the
courts or authorities of the Contracting States may check
the jurisdiction qf the court whose.decisi9n is to be
recognised (Article 8, paragraph 2, of ,the-proposal) .

. Recognition is therefore .solely on the basis of the presen-
'.' .

tation of the fina.-.ldecision which has~been given in a
- , .. •.. - .'.

Contracting State (Article 8, paragraph 1.,..of. the proposal) •...
In view of the principles which are gene;a:i.ly' acc,ept.ed.::i~ --

. .' . ;

re:spect of .the recognition of decisions by courts of other
States, . ~he .legali ty of the decision may not be c.hecked .
either (Article 8, paragraph 2, 'of' the proposal); this
pri~ciple must, howeve~, be restricted from the point of
view of "ordre puplic".The decision should therefore not

, ..
be recognised wh.ere an applicant who did not contest an

. ." . . .

action, can prov~ that he was unable to dejend himself'
.•. ~. . . .

against the charge because certain pro,visions of form were
not observed.(A~ti~le 9, .point 1, of. the proposal).

"
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.Exceptionally, the situation of the European Patent
Office being presented with two contradictory decisions from
different courts may arise. In the interests of legal
clarity during grant proceedings., it is proposed that in
such cases the priority principle should be applied. There
should be no recognition where an applicant can prove that
the decision s~'!Jmittedby the other party for recognition
is incompatible'with another 'decision which was given'i.n a
Contracting State in .respect of the same parties and which
obtained force of law earlier than the decision submitted
by the other party (Article 9.., point 2, of the proposal),.

It should also be made clear that by acceding to this
Protocol, Contracting States will not impinge upon existing
bilateral or multilateral agreements on the recognition~ of
decisions. However, hesitations on this point will be
dispelled where the other States involved in such agreements
also become parties to the Protocol on Recognition. Article
10 of the proposal attempts to solve this problem.

It should also be pointed out that ~be proposed provisions
have been drafted on the basis of provisions of the EEC
Convention on Jurisdiction and the Enforcement of Civil and .
Commercial Judgments, signed on 27 September 1968. (1)

(e) As already stated under (a), it would be desirable for all
the States which are parties to the Convention to become
parties to the Protocol'on"Recognition. It is therefore
proposed in Part III that the Protocol on Recognition be

(1) Translators note: As no authentic English text of this
Convention exists to date, tho English.
wording of the relevant Articles of the
proposed Protocol must be regarded as
provisional pending an English translation
of the Convention being authenticated •

",
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declared an integral part of the Convention. In any
case, any Contracting State can make"s. reservation under

•. . .- .. .

the proposed new Article .159a of the Convention. ';',.'
'. '". . '.. "'. ..... . -'

' •• f

It 1.s suggested that the Sub-Committee should also . .'
.• .... _ "." '(,'. . '. .: ..;-. . .." .'... -

examine whether it would 'De e?cpedien't, for the Gonvmtion to
.con'taitia provision~aking it clear that the nationa~courts
o.f .theContrac-ting' ~States. 'liav~ jurisdiction f'o~ deciding C;~
disputes in respect of European patent applications.

0" '" •• ~

- . ".
There could be doubts as to whether such a provis,ion, is

necesss.:ry in t'b.e l'ightof Article 76, paragraph "1, of"the:;
Convention, under which an ap'plicat"ion for a European~at'ent
is equivalent to a regular national filing in the Contracting
States 'designated.' Nevertheless, the Germandelegation has
drawn up i~ Part Iv the text of an Article 16a or 1"<:3awhf~l;l

•. .' . '.
could" be discussed in the event of the Sub-Committee'cop.sidering
such a clarification expedient or necessary.

; .

. .
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Proposal for
the Protocol on the Recognition of Decisions

in respect o~ the Right to the Grant of
a European Patent

(Protocol on Recognition)

Section 1
Jurisdiction

Article 1

(1) The courts of the Contracting States shall, in
accordance with Articles 2 to 5, have jurisdiction to dec:i:de
on actions for the transfer of the right to the grant of a
European patent in respect of some or all of the.States
designated. in the European patent application.

(2) Territorial and material jurisdiction shall be
governed within each Contracting State by those of its national
laws which would govern'decisions on actions under Civil law
cQncerning national patent applications. EachContracting
State shall have the right to refer such actions to a
particular national court in respect of the whole of its
territory or several circuits. The right o~ the parties to
agree that jurisdiction is tobe given to a particular court
(Article 4) shall not he affected.

'J
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Article 2

Any applicant :for a Eu.rnlreanpatent having his residence
or registered place of business in a Contracting State shall,
subject .to Articles 3 and 4, be sued before the courts of.
that Contracting State.

Article 3

'If the subject-matter of a European patent application is
. _. .'the invention of an employee, exclusive jurisdiction shall be-

long to the co~ts of:th~ Contracting State.whose law governs
the r~g~t to' t~e Eu~opean paten.t pursuant to.~ticle 15,
paragraph 1, second sentence, of theConveIition establishing
a Europe'an System :for the Grant of Patents .'-However~ if,"
pursuant to 'Articl~ 15, paragraph 1 ~_second sentence ~ of 'the
Convention establisning a European System 'for'the Gr~t of'
Patents, the right to the European patent is governed by the
law of a State not'party.t6the-Convention, the courts of the
Contr~cting State i.n'which'the Eur~pean Patent Office is located

-. • 0" •shall have exclusive ..jurisdiction •
.' ,

",

Article 4
..•.~-' •.••• .i .• ":0"'

If. the parties conclude ~an agreement,' eith~r "iri\vifting'-,'.
or verbally with written confirmation, that ~~s no co~ectibn
with a working or similar relationahip,to the ,effect that a
court or the courts of a Contracting State is or are to decide
on the right to the European patentor the right to the grant
o:f the European patent, such court or courts of that Oontracting
State shall have exclusive jurisdictions.
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Article 5

In cases not governed by Articles 2 to 4, the courts of
the Contracting State in which the European Patent Office is
located shall have exclusive jurisdiction.

Article 6

The courts of the Contracting States shall ex officio
verify whether or not they have jurisdiction pursuant to
Articles 2 to 5.

Article 7

(1) In the&ent of actions based on the same claim and
between the same parties being brought before the courts of
different Contracting States, the court to which the later
application was made shall ex officio deny jurisdiction in
favour of the court to which the first application was made.

(2) In the event of the jurisdction of the court to
which the first application was made being challenged, the-
court obliged under paragraph 1 t~ deny jurisdiction shall
take no decision until such time as the other court takes a
final decision.

Section II
ReCOgnition

Article 8

(1) Final decisions given in any Contracting State on
the right to the grant of a £uropean patent in respect of
some or all of the Contracting States designated in the

:" I;~,
;,!. ,,'/(,
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European patent: applicat.ion shall be recognised without
requ~ring a special procedure in the other Contractin"g'.
states in respect o"fwhich' this Protocol'"has entered: irito
force.

(2) The jurisdiction o~.the~court whose decision is
to be recognised and the legality of such decision may not
be reviewed.'

Article 9

Article 8 shall not be. appl.icable where:

1.'an applicant who~ha:s not' contested the action proves
that the document 'ini'ti'at'i"ngthe' action was notified
to him neither.regu~arly nor sufficiently early for
him to defend himsel~,:o~'

2. an applicant proves that the decision is incompatible
with a :debisi'on'given' on: an action between the same
two parties' in ohe~ 0'£ the C0D:tra:ctingStates 'and which"<,'."
acquired legal Torce before the"'a'eeisionto be rec'ogni'sed•

. ':

Cases in which the Protocol shall not apply

.Article'1C)"~'

This Protocol shall not apply to decisions given by
the courts of any State which" in a Contracting State in
respect of which this Protocol has entered into force, are
to be recognised on the basis of an obligation contracted
in another interna-ti.onai convention, unless this Protocol
has also entered into force in respect of such other State.
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III.

Amendments to the Convention necessitated
by the Protocol on Recognition

Article 159

Reservations during a transitional period

+ rest of text unchanged

Article 159a (new)

Reservations on the Protocol on Recognition

(1) Each Contracting State may, at the time of signa-
ture or when depositing its instrument of ratification or
accession to the Convention, reserve the right to provide
that the Protocol on the Recognition of Decisions in respect
of the Right 'to the Grant of a European Patent shall not
be applicable to it.

(2) Any Contracting State that makes a reservation pur-,
suant to paragraph 1 may, by a notification addressed to
•.•, withdraw this reservation. Such withdrawal shall take
effect one month from the date of receipt of such notifi-
cation.

•••. ''t.
~,
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Article 161
Implementing Regulations and Protocol on Recognition

..(1) The Implementing Regulations and the Protocol on the
Recognition of Decisions in respect 'of the Right to the Grant--- •...-._... . . .. ..

of' a European Patent shall be integral parts of the Convention.

(2) unchanged.

Article 168

Limi tation oJ: reservations
_-. ••••• .' \ • 'oO-

Signature- or .ratif'ication of or accession to the' ..'.- ." .. , . . . .

Convention may not ..'!Je,subject to any reservations other than
thos.eprovided for. i:q.Arti;.clee159 and 159a of this Convention.

Article 173

,(2) ,.(?,) .-attd; (b).unchanged. '~',.

(c) any reservation or withdrawal of reservation pursuant to
Article~ 159 and 159a;

(d) to (f) unchanged.

BR/GT 1/142 e/72 ley/IGll/prk . .../ ...



- 13 -

IV

Amendments to the Convention that should also be
discussed by the Sub-Committee

Article 16
Patent applications by persons not entitled to apply

In the event of a final decision which accords the right
to the grant of the European patent to a person other than
the applicant, that person may ••.

~rticlG 16a or 19a (new)

Jurisdiction in respect of actions concerning European
patent applications Shall, subject to the Protocol on the. .';
Recognition of Decisions in respect of the Right to the Grant
of a European Patent, be vested in the national courts of the.
Contracting States which would, have territorial and material

ijurisdiction in respect of actions under civil law concerning
national patent applications. Each Contracting State shall ,1_

have the right to refer such actions to a particular nation~l
court in respect of all its' territory or several circuits.?
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